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REMARKS 



With respect to independent claims 1 and 8, the Examiner's Answer included the 
following responses to Appellant's arguments in the Appeal Brief 

Consider Appellant's argument with respect to claims 1-17 (see pages 
8-16 of Appeal Brief). The Applicant argues that no suggestion or motivation 
based on "an intuitive and ergonomic switching function" exi[s]ts in the cited 
combination of Henry and Cooper (and Danielson) to modify or combine the 
teachings of these references. The Examiner disagrees. Even though there is 
no explicit motivation from the references for the combination, one of 
ordinary skill in the art, based on the teachings from these analogous areas, 
can indeed reasonably combine the teachings. Specifically, the teaching of a 
deformable wall and corresponding depressible switch in an electronic mouse 
alone is sufficient for one to incorporate into other portable electronic devices, 
such as Henry's portable computing device. Moreover, Danielson's teaching 
of a toggling switch is sufficient for one to alternatively use a toggle switch in 
a portable electronic device, such as Henry's. 

Appellant respectfully disagrees, and submits that the Examiner still has not 
established any motivation or suggestion to combine the cited references to arrive at the 
subject matter recited in claims 1 and 8. Henry, Jr. is directed to a "portable computing 
device" having text entry and character selection features. Col. 4, lines 34-61 . As noted by 
the Examiner in the Final Action dated 7/26/05, "Henry does not teach that the switch is a 
pressure sensitive switch, the housing having a deformable side, the housing being sized to be 
held in one hand, the pressure sensitive switch coupled to the deformable side of the housing 
such that when the housing is squeezed by one hand, the deformable side is deformed and the 
switch is toggled." Final Action at page 3. The Examiner asserts in the Examiner's Answer 
that "the teaching of a deformable wall and corresponding depressible switch in an electronic 
mouse alone is sufficient for one to incorporate into other portable electronic devices, such as 
Henry's portable computing device." However, the Examiner's prior characterization of 
Cooper acknowledges that Cooper discloses a mouse, where squeezing and unsqueezing of 
the mouse correspond to "open and closed state[s], which is not the same as toggling ." Final 
Action at page 3 (emphasis added). Accordingly, Appellant submits that the Examiner has 
not provided proper support, in either the cited references of Henry Jr. and Cooper , or in 
knowledge generally available to those skilled in the art, for the above-cited assertion that 
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"the teaching of a deformable wall and corresponding depressible switch in an electronic 
mouse alone is sufficient for one to incorporate into other portable electronic devices, such as 
Henry's portable computing device." 

With respect to Danielson et al. , the Examiner's Answer seems to imply that there is 
no difference between a toggle switch (as taught, e.g., by Cooper) and a non-toggle switch (as 
taught, e.g., by Danielson et al. ): "Danielson's teaching of a toggling switch is sufficient for 
one to alternatively use a toggle switch in a portable electronic device, such as Henry's." 
However, such reasoning improperly vitiates Appellant's recitation that the "switch" or 
"means for activating and deactivating" is "toggled," and further improperly relies on the 
Appellant's own disclosure for providing the motivation to combine the cited references. The 
Examiner's reliance on Danielson et al. amounts only to a general assertion that there are 
many types of switch variations without any recitation as to why one of ordinary skill in the 
art would be motivated to modify the switches 21 and 22 disclosed in Cooper to work as a 
toggle switch in combination with the handheld computer of Henry, Jr. The Examiner has 
provided no additional support for the assertion that there exists a motivation or suggestion to 
modify the portable device of Henry Jr. with the combined teachings of Cooper and 
Danielson et al. to arrive at the claimed subject matter of independent claims 1 and 8, and 
Appellant therefore submits that the proposed combination is improper. 

The Examiner's Answer further stated the following with respect to independent 
claims 1 and 8. 

The Applicant also argues that the rejections of claim 1 and 8 are 
improper because to modify the switches disclosed in Cooper to work as a 
toggle switch would change the principle operation [of] Cooper. The 
Examiner disagrees. The rejections are based on incorporating the toggle 
switch of Danielson in the portable computing device of Henry as modified by 
Cooper. In that case, there is no conflict in principle of operation since text 
entry activation by means of either a regular press switch or a toggle press 
switch would be equally acceptable to most users. 

Appellant disagrees with the Examiner's above assertion that "there is no conflict in 
principle of operation since text entry activation by means of either a regular press switch or a 
toggle press switch would be equally acceptable to most users." Appellant submits that the 
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Examiner has not properly considered the fact that Cooper teaches away from the claimed 
invention. Viewed as a whole, Cooper teaches that "[u]sing the mouse with the above 
described program, an operator has a perception like that of moving his hand to a form shown 
on the screen, grasping it, moving it, and then releasing it in a new position," and that "[t]his 
perception makes the manipulation of the mouse control very easy to learn and remember, 
and gives a sense of satisfaction in performing the operation." Col. 2, lines 61-67. Thus, 
Cooper strongly suggests the desirability of a system that utilizes the 

grasping/moving/releasing features disclosed by Cooper , which would not be feasible with 
the toggle features of the claimed invention. 

The Examiner's Answer further stated the following with respect to independent 
claims 1 and 8. 

The Applicant further argues that the feature of toggling function of 
the pressure sensitive switch coupled to a deformable side is against 
conventional wisdom (thus novel). The Examiner disagrees. In fact, the 
Applicant teaches (see Specification, page 8, paragraph 27 or lines 20-26) that 
the switch 119 (fig. 3) for activating and deactivating a text entry area can be a 
pressure activated switch or sensor, a push button, a mechanical switch, a 
sliding switch, a space bar type switch, a capacitive sensor, or other 
manipulatable device. In other words, the Applicant has regarding the above 
mechanisms as equivalent, with no one having a particular advantage over the 
others. 

Even though not the same concept, Cooper teaches the idea of having 
of two functions accessible with the same switch (see abstract), which is 
similar to a toggle switch. The Danielson reference was cited as it shows that 
toggle switch is commonly used in the field of input device. 

Appellant submits that in asserting that Appellant's specification mentions alternative 
types of switches, the Examiner has not addressed the fact that viewed as a whole, the cited 
references suggest providing a separate mouse or other interface device separate from a 
computer. Appellant has conceived of including the toggling function of a pressure sensitive 
switch coupled to a deformable side in a single handheld device. Contrary to conventional 
wisdom, Appellant has taken the handheld computer itself and integrated user interface toggle 
switches and a deformable side into it as opposed to putting such features on a separate user 
interface. This design makes the handheld computer housing part of the interface, and is a 

-4- 

MILW_2052341 

Application No. 10/054,684 



Atty. Dkt. No. 035451-0132 (3645.Palm) 

very different concept from having the user interface as a separate device. Appellant submits 
that the Examiner has improperly relied on Appellants own disclosure as the motivation to 
combine the cited references in attempting to arrive at the claimed subject matter. 

Further, Appellant disagrees with the Examiner's characterization of Appellant's 
specification at page 8, If 0027, that "the Applicant has regard[ed] the above mechanisms as 
equivalent, with no one having a particular advantage over the other." In reciting various 
types of switches that may be used in conjunction with the invention, Appellant has not 
suggested that one or more of these switches are equivalent, or that "no one [has] a particular 
advantage over the other" as suggested by the Examiner. In fact, Appellant's disclosure at If 
0029 states "[t]he toggle mode is particularly advantageous for users who only have one hand 
free, are disabled, or otherwise cannot engage switch 119 while entering data into writing 
section 118." Thus, Appellant submits that the Examiner has improperly mischaracterized 
Appellant's disclosure in treating different switch types as equivalents. 

With respect to independent claim 18, the Examiner's Answer included the following 
responses to Appellant's arguments in the Appeal Brief. 

Consider Appellant's argument with respect to claims 18-22 (see pages 
16-19 of Appeal Brief). The Applicant argues that no suggestion or 
motivation based on "an intuitive and ergonomic switching function" exi[s]ts 
in the cited combination of Henry and Cooper to modify or combine the 
teachings of these references. The Examiner disagrees. Even though there is 
no explicit motivation from the references for the combination, one of 
ordinary skill in the art, based on the teachings from these analogous areas, 
can indeed reasonably combine the teachings. Specifically, the teaching of a 
deformable wall and corresponding depressible switch in an electronic mouse 
alone is sufficient for one to incorporate into other portable electronic devices, 
such as Henry's portable computing device. 

Appellant submits that the Examiner has still not properly established a prima facie 
case of obviousness because the combination of Henry Jr. and Cooper , even if proper, fails to 
teach or suggest at least one limitation of independent claim 18. Claim 18 recites a 
combination including, among other elements, "wherein the deformable side is opposite a 
non-deformable side of the handheld computer." Appellant has not found any portions of 
Henry Jr. or Cooper , cited by the Examiner or otherwise, that teach or suggest this limitation. 
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In the portion of the Examiner's Answer regarding claims 1 and 8, the Examiner 
acknowledged that "Henry does not teach . . . the housing having a deformable side." As to 
Cooper, it teaches the use of two opposite and flexible wall portions to activate a single 
composite switch. In other words, Cooper at most teaches a deformable side opposite another 
deformable side. Accordingly, Appellant submits that no proper combination of Henry Jr. 
and Cooper teaches or suggests "wherein the deformable side is opposite a non-deformable 
side of the handheld computer," as recited in claim 18. 

The Examiner's Answer further stated the following with respect to independent 
claim 18. 

The Applicant also argues that the feature of a pressure sensitive 
switch coupled to deformable side is against conventional wisdom (thus 
novel). The Examiner disagrees. In fact, the Applicant teaches (see 
Specification, page 8, paragraph 27 or lines 20-26) that the switch 119 (fig. 3) 
for activating and deactivating a text entry area can be a pressure activated 
switch or sensor, a push button, a mechanical switch, a sliding switch, a space 
bar type switch, a capacitive sensor, or other manipulatable device. In other 
words, the Applicant has regarding the above mechanisms as equivalent, with 
no one having a particular advantage over the others. 

As stated above with respect to claims 1 and 8, Appellant submits that in asserting 
that Appellant's specification mentions alternative types of switches, the Examiner has not 
addressed the fact that viewed as a whole, the cited references suggest providing a separate 
mouse or other interface device separate from a computer. In attempting to combine the cited 
references to arrive at the claimed subject matter, the Examiner has improperly relied on 
Appellant's own disclosure as a roadmap. Appellant has conceived of integrating the 
toggling function of a pressure sensitive switch coupled to a deformable side into a single 
handheld device. Contrary to conventional wisdom, Appellant has taken the handheld 
computer itself and included user interface toggle switches and a deformable side in it as 
opposed to putting such features on a separate user interface. This design makes the handheld 
computer housing part of the interface, and is a very different concept from having the user 
interface as a separate device. 
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CONCLUSION 



In view of the foregoing, as well as in view of the Argument set forth in Appellant's 
Appeal Brief, Appellant respectfully requests that the Board reverse all claim rejections and 
indicate that a notice of allowance respecting all pending claims should be issued. 

The Commissioner is hereby authorized to charge any additional fees which may be 
required regarding this application under 37 C.F.R. §§ LI 6-1. 17, or credit any overpayment, 
to Deposit Account No. 06-1447. 

Should no proper payment be enclosed herewith, as by a credit card payment form 
being unsigned, providing incorrect information resulting in a rejected credit card transaction, 
or even entirely missing, the Commissioner is hereby authorized to charge the unpaid amount 
to Deposit Account No . 06- 1 447 . 



Respectfully submitted, 



FOLEY & LARDNER LLP 
Customer Number: 26371 
Telephone: (414) 319-7306 
Facsimile: (414) 297-4900 



Date 



By 




Matthew J. Swietlik 
Attorney for Appellant 
Registration No. 58,428 
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